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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name El Encanto, Inc.

Granted to Date
of previous
extension

10/06/2012

Address 2001 4th Street SW
Albuquerque, NM 87102
UNITED STATES

Attorney
information

Ashley Krause
Brownstein Hyatt Farber Schreck, LLP
410 Seventeenth Street, Suite 2200
Denver, CO 80202
UNITED STATES
akrause@bhfs.com, dnipdocket@bhfs.com Phone:303.223.1248

Applicant Information

Application No 85556144 Publication date 08/07/2012

Opposition Filing
Date

10/05/2012 Opposition
Period Ends

10/06/2012

Applicant Hatch Chile Company, Inc.
2003 S. Commercial Drive
Brunswick, GA 31525
UNITED STATES

Goods/Services Affected by Opposition

Class 029. First Use: 1988/07/30 First Use In Commerce: 1988/07/30
All goods and services in the class are opposed, namely: Processed jalapenos, processed green
chile, green chile stew, processed tomatoes and green chile, processed tomatoes and jalapenos,
snack mix consisting primarily of processed peanuts, processed almonds, sesame sticks and
seasonings

Class 030. First Use: 1992/12/31 First Use In Commerce: 1992/12/31
All goods and services in the class are opposed, namely: Sauces, namely, salsa and taco sauce;
enchilada sauce

Grounds for Opposition

The mark is primarily geographically descriptive Trademark Act section 2(e)(2)

The mark is primarily geographically deceptively
misdescriptive

Trademark Act section 2(e)(3)

Other breach of agreement between the parties

Related 1. Opposition No. 91204917 and 2. Opposition against Application No.
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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In the Matterof the TrademarkApplication Serial No.85/556144
For the Trademark:HATCH (Stylized) in InternationalClasses29 & 30
Publishedin the Official Gazetteon August7, 2012

El Encanto,Inc. d/b/aBuenoFoods,
Opposer,

V.

OPPOSITIONNO.
HatchChile Company,Inc.,

Applicant.

NOTICE OF OPPOSITION

El Encanto,Inc. d/b/aBuenoFoods(“Bueno”), a New Mexico corporationhaving its

principalplaceof businessat 2001 4th StreetSW, Albuquerque,New Mexico 87102,believesit

will be damagedby the registrationof U.S. TrademarkApplication SerialNo. 85/556144 for the

markHATCH (Stylized) (the “Application”) filed by HatchChile Company,Inc. (“HCC”), and

thereforeopposesthe same.

As groundsfor the opposition,Buenoallegesas follows:

A. TheParties

1. Buenois a successfulfood companybasedin New Mexico thatproducesNew

MexicanandMexicanstyle foods.

2. Buenomanufactures,prepares,anddistributesmorethan 150 authentic,gourmet

quality food productsto restaurants,grocerystoresandotherretail customersthroughoutthe

United States. Bueno’sproductsincludegreenchile, red chile, salsas,anda line of ready-to-



servepreparedproductssuchas tamalesandenchiladas.Certainof Bueno’sproductsare sourced

from the HatchValley in New Mexico.

3. For years,Bueno— like manyotherNew Mexico-basedfood producers— hasused

the descriptiveterm “Hatch” in connectionwith the descriptionandpromotionof certainfood

productsthatare sourcedfrom New Mexico’s HatchValley, andBuenointendsto continuesuch

use.

4. HCC is a food companybasedin Brunswick,Georgia. Upon informationand

belief. HCC manufacturesanddistributesfood productsto restaurantsandgrocerystores

throughoutthe United States.

5. Upon informationandbelief, an individual namedSteveDawsonis the president

of HCC.

6. Upon informationandbelief, in oneof his prior employmentpositions,Mr.

Dawsonservedas the presidentof HatchFarms,Inc. (“Hatch Farms”),the predecessorentity to

HCC.

7. On February29, 2012,HCC filed the Application, claiminguseof the alleged

markHATCH (Stylized) in connectionwith certainfood products. As amended,the Application

claimsuseof the allegedmark HATCH (Stylized) in connectionwith “processedjalapenos,

processedgreenchile, greenchile stew,processedtomatoesandgreenchile, processedtomatoes

andjalapenos,snackmix consistingprimarily of processedpeanuts,processedalmonds,sesame

sticks andseasonings”in class29, and “sauces,namely,salsaandtaco sauce;enchiladasauce”in

class30 (collectively, the “HCC Products”).

B. The Meaningof theTerm “Hatch”

8. Hatch,New Mexico is a village locatedin DoñaAna County,New Mexico.
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9. The HatchValley is the areasurroundingHatch,New Mexico.

10. The HatchValley is known amongthe relevantconsumingpublic for its chile and

otherNew Mexicanfood productsthat originatefrom that area.

11. In certaintrademarkregistrationsownedby HCC (U.S. Reg.Nos. 1735090,

1735053,and 1722215),HCC hasdisclaimedthe term “Hatch,” therebyacknowledgingthat

“Hatch” is a descriptiveterm.

C. The “Hatch” Agreement

12. In or around1991,Mr. DawsonandHatchFarmsenteredinto anagreementwith

Buenoregardingthe useof the term “Hatch” (the “Agreement”). A copy of the Agreementis

attachedas Exhibit A.

13. Pursuantto Paragraph2 of the Agreement,Mr. DawsonandHatchFarmsagreed

to “neverusethe word ‘HATCH,’ or assertexclusiverights to theword ‘HATCH,’ as a trademark

for chile or tradenamefor a businessthat growsor dealsin chile,” exceptaspart of a

combination“with a designor with anotherword or wordsor with bothwordsanddesign.”

14. Paragraph2 of the Agreementexpresslyappliesto, amongothers,Mr. Dawson,

HatchFarms,and “their subsidiaries,affiliates, successors,andassociatecompanies,”aswell as

Mr. Dawson“acting directly or indirectly throughanybusinessenterprises.”

15. The Agreementwasexecutedby Mr. Dawson,both in his individual capacityand

his capacityaspresidentof HatchFarms.

FIRST GROUND FOR OPPOSITION

16. The allegedmark HATCH (Stylized) is primarily geographicallydeceptively

misdescriptiveunderSection2(e)(3)of the LanhamAct, 15 U.S.C. § 1052(e)(3).

17. The primary significanceof the term “Hatch” is as a generallyknown geographic

location: the HatchValley in New Mexico, which includesthe village of Hatch,New Mexico.
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18. The consumingpublic is likely to believethat the placeidentifiedby the alleged

mark HATCH (Stylized) indicatesthe origin of the HCC Products(that is, that a goods/place

associationexists).

19. Upon informationandbelief, theHCC Products— or at leasta portionof the HCC

Products— do not comefrom the HatchValley.

20. HCC’s misrepresentationthroughits useof the allegedmarkHATCH (Stylized)

with the HCC Productsis a materialfactor in the relevantpublic’s decisionto purchasethe HCC

Products.

21. If HCC’s allegedmark is permittedto register,HCC will obtainat leasta prima

facie exclusiveright to usethe term “HATCH” in certaincontexts,therebyendangeringBueno’s

right to continueusingthe term “Hatch” in its own commercialefforts. In addition,Buenoand

the purchasingpublic will be damagedby HCC’s registrationof the allegedmarkHATCH

(Stylized) for the HCC Productsas a resultof HCC’s deceptivemisrepresentationthroughthe use

of the allegedmark.

22. In light of the foregoing,the Boardshouldrefuseregistrationof the Application

pursuantto Section2(e)(3)of the LanhamAct, 15 U.S.C. § 1052(e)(3).

SECONDGROUND FOROPPOSITION

23. As an alternativeto the FirstGroundfor Oppositionsetforth above,the alleged

mark HATCH (Stylized) is primarily geographicallydescriptiveunderSection2(e)(2)of the

LanhamAct, 15 U.S.C. § 1052(e)(2).

24. The primary significanceof the term “Hatch” is as a generallyknown geographic

location: the HatchValley in New Mexico, which includesthe village of Hatch,New Mexico.
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25. The consumingpublic is likely to believethat the placeidentifiedby the alleged

markHATCH (Stylized) indicatesthe origin of the HCC Products(that is, that a goods/place

associationexists).

26. If HCC’s allegedmark is permittedto register,HCC will obtainat leasta prima

facie exclusiveright to usethe term ‘HATCH’ in certain contexts,therebyobscuringBuenos

right to continueusingthe term “Hatch” in its own commercialefforts.

27. In light of the foregoing,the Boardshouldrefuseregistrationof the Application

pursuantto Section2(e)(2)of the LanhamAct, 15 U.S.C. § 1052(e)(2).

THIRD GROUND FOR OPPOSITION

28. The Agreementremainsin full force andeffect.

29. HCC, and its president,Mr. Dawson,areboundby termsof the Agreement.

30. The AgreementprohibitsHCC and/orMr. Dawsonfrom usingor asserting

exclusiverights in the allegedmark HATCH (Stylized) in connectionwith the HCC Products.

31. By filing the Application,HCC hasassertedexclusiverights in the alleged mark

HATCH (Stylized) in connectionwith the HCC Products,in breachof the Agreement.

32. The Agreementprecludesand/orestopsHCC from registeringand useof the

allegedmark HATCH (Stylized) in connectionwith the HCC Products.

33. As a resultof HCC’s attemptto claim trademarkrights in the term “Hatch” and

registerandusethe allegedmark HATCH (Stylized)in contraventionof the termsof the

Agreement,Buenohassufferedandwill continueto suffer damageto its business.

D. Conclusion

WHEREFORE,BuenorespectfullyrequeststhatU.S. TrademarkApplication Serial No.

85/556144 be rejected,thatno registrationbe issuedthereonto HCC, andthat this oppositionbe
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sustainedin favor of the opposer,El Encanto,Inc. d/b/aBuenoFoods.

Respectfullysubmitted,

Dated: October5, 2012 By: t!4_&;
BruceL. P1 in
Ashley Krause
BrownsteinHyatt FarberSchreck,LLP
410 17t1 Street,Suite2200
Denver,CO 80202
Tel.: 303.223.1100
bplotkin@bhfs.com
akrause@bhfs.com

ATTORNEYS FOROPPOSER
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CERTIFICATE OF SERVICE

I, Dawn Sullivan, herebycertify thaton October5, 2012, I servedthe foregoingNotice of
Oppositionuponthe following person(s)via U.S. mail:

Kevin Lynn Wildenstein
SouthwestIntellectualPropertyServices
9400 Holly Ave., NE Bldg. 4
Albuquerque,NM 87122-2969

StQQZ-\
Dawn Sullivan,Paralegal
BrownsteinHyatt FarberSchreck,LLP
410 SeventeenthStreet, Suite2200
Denver,CO 80202

008826\0008\1739474.1
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(BIT

Et. NCNO, INC., a New Mexico corporation,and HA1’Ct ?MMS,

INC, a New exico corporation,agrea

I.. The partieaagreethat the word TCH as used in

connectionwith chile is a eographicat1ydescriptiveterm and

when the word hMATc2B? Ls used in connectionwith chile,

prospectivepurchasersexpect the chile to come froi the Hatch

Valley in New Hexica

2... The partiesacree that they, their subsidiaries,

affiliates, successorsand associatecompanies,and Steve Dawon

(Dawson”), acting directly or indirectly through any business

enterprises,mar use a combinationof the word ACR” with a

desitnor with anotherword or wards or with both words and

design as a tradetiark for chile or a trade name for a bi.isinsss

that deals in chile and may assertexclusive rights in the

combination, so long as the combination iS not liKely to be

confusedwith a prior trademarkor trade name of the other party.

The partiesand Dawson wifl never use the word RATCR,” or assert

exclusive rights to the word “H.TCK, as a trademarkfor chile or

trade name for a businessthat grows or deals in chi,e, except as

part of such a oombination. The partiesand Dawson are free to

use the word “H1.TCH as a geographicallydescriptiveterm in

•conectionwith chile.

3. E. Encantoagreesthat it Will withdraw its

application for registration, Seria’ No. 7/727,8S2,filed on



flay 12, 1986, in the U.S. Patentand TrademarkOffice, or cance’.

the registrationif it issues, in a #orm agreedto by both

parties; provided, however, that El Encantomay reapply for

registrationof the logo which was the sdzjectof that

applicationor registrationupon changingthe logo to incluce tne

“8UE140 trademarkand reducing the si2e and prominenceof the

word “HaTCH” in or outsideof the logo so that the word “BUENO”

it prominently foatured in the logo and on the label. In Its

application, El Eacantowin disclaim exclusive rights to use the

word “F.A’VCH’ apart from the mark• Hatch Pans, Inc., and Dawson

agreethey will not opposeor seekcancellationof registration

of such mark, nor will they encourageor assistothers in doing

so.

4. Hatch Farms, Inc., may seek registrationfor its

HATCH SELECT mark in connectionwith its green chile products in

the U.S. Patentand TrademarkOffice, provided it disclaims

exclusive rights to use the word 93ATCH” apart from its HATCH

SELECT murk. Likewise, Hatch Farms, tn6, nay seek registration

for its BATON SELECT mark in connectionwith its non-chile

containingproductsin the U.S. Patentand TrademarkOffice, and 1

shall not e required, under this Agreement, to disclaim the word

“HATcH” as it pertainsto such products4 El Encantoagreesit

win not opposeor seek cancellationof reqistrationof such

marks, nor will, it encourageor assistothers in doing so

5 This Agreement)inds the parties, their successor

and assigns,may not be modified except in writing signedby the
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/

/
/ paztieg, and wifl be govrnady and constzued.accordingto th

laws of the Stateof New MexiCo.

IWrC)1 FAM5D tNC. ENCNO, INC.

By_
By

Its__________________ I L’ T —

I agree to tile prøvisionsof paragraphs2 nd 3
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